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This is in response to the Amendment dated August 1 1 , 2006. The text of those 
sections of Title 35, U.S. Code not included in this action can be found in a prior Office 
action. 

Response to Arguments 

Claim Rejections - 35 USC S 1 12 

Claim 4 has been rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The rejection of claim 4 under 35 U.S.C. 112, second paragraph, has been 
withdrawn in view of Applicants' amendment. 

Claim Rejections - 35 USC S 102 

Claims 1, 2 and 5 have been rejected under 35 U.S.C. 102(b) as being 
anticipated by JP 2001-156321. 

The rejection of claims 1, 2 and 5 under 35 U.S.C. 102(b) as being anticipated by 
JP 2001-156321 has been withdrawn in view of Applicants' amendment. 

Claim Rejections - 35 USC S 102/103 

Claim 3 has been rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over JP 2001-156321. 
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The rejection of claim 3 under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over JP 2001-156321 has been 
withdrawn in view of Applicants' amendment. 

Claim Reiections - 35 USC § 103 

I. Claim 4 has been rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP 2001-156321. 

The rejection of claim 4 under 35 U.S.C. 103(a) as being unpatentable over JP 
2001-156321 has been withdrawn in view of Applicants' amendment. 

II. Claims 1-5 have been rejected under 35 U.S.C. 103(a) as being unpatentable 
over Han (US Patent No. 6,150,605). 

The rejection of claims 1-5 under 35 U.S.C. 103(a) as being unpatentable over 
Han has been withdrawn in view of Applicants' amendment. 

Response to Amendment 
Claim Objections 

Claims 2 and 5 are objected to because of the following informalities: 
Claim 2 

line 2, recites "lb". What element is this? 
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Claim 5 

line 5, recites the word "type". It is suggested that this word be deleted. See 
MPEP§2173.05(b)(E). 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed In the United States before the invention by the applicant for patent orJ2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1, 2 and 5 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Fujimori et al. (US Patent No. 6,683,244 B2). 

Fujimori teaches a photovoltaic element comprising an ITO 3 (col. 7, lines 20-29) 
substrate 2 (col. 6, lines 59-63) coated with a metallic oxide layer 8 (= a barrier layer) or 
a derivative layer thereof as a transparent electrode (col. 12, lines 27-33), the metallic 
oxide layer or derivative layer being from 10 nm to 100 nm thick (= about 0.01 to 10 ^im) 
[col. 12, lines 22-26; and Fig. 2]. 

The metallic oxide includes at least one element among Ti, Cu, Zn, As, Sr, Nb, 
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lb, Sn and W (= various kinds of metallic oxides, such as SrTiOa, ZnO, SiOa. AI2O3 and 
Sn02)[col. 12. lines 27-33]. 

The photovoltaic element further comprises a metallic oxide semiconductor 4 
(col. 7, line 66 to col. 8, line 9) carrying a dye D (col. 9, line 13 to col. 10, line 10)as an 
electrode of a dye-sensitized type solar cell (col. 8, lines 33-58; and Fig. 2). 



Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3 and 4 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Fujimori et al. (US Patent No. 
6,683,244 B2) as applied to claims 1 , 2 and 5 above. 

Fujimori is as applied above and incorporated herein. 



Application/Control Number: 10/527,351 
Art Unit: 1753 



Page 6 



The photovoltaic element of Fujimori differs from the instant invention because 
Fujimori does not disclose the following: 

a. Wherein when the metallic oxide is held for one hour in atmospheric air at 
500°C, the rise of a resistance value is 10 Q/cm^ or lower, as recited in claim 3. 

Fujimori teaches various kinds of metallic oxides, such as SrTiOs, ZnO, SiOa. 
AI2O3 and Sn02 (col. 12, lines 27-33). 

The invention as a whole would have been obvious to one having ordinary skill in 
the art at the time the invention was made because Fujimori teaches the same metallic 
oxides as presently claimed. These metallic oxides can reasonably be expected to 
inherently have the same properties (MPEP § 2112.01(11)). 

b. Wherein a light transmittance of the ITO substrate coated with the metallic 
oxide in the wavelength range from 400 nm to 900 nm is 60% or higher, as recited in 
claim 4. 

Fujimori teaches an ITO 3 substrate 2 coated with the metallic oxide 8 (col. 6, 
lines 43-46; and Fig. 2). 

Fujimori teaches various kinds of metallic oxides, such as SrTiOa, ZnO, SiOa. 
AI2O3 and SnOa (col. 12, lines 27-33). 

The invention as a whole would have been obvious to one having ordinary skill in 
the art at the time the invention was made because Fujimori teaches the same 
photovoltaic element. The same photovoltaic element can reasonably be expected to 
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inherently have the same properties (IVIPEP § 2112.01(11)). 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly. THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Edna Wong whose telephone number is (571) 272- 
1349. The examiner can normally be reached on Mon-Fri 7:30 am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Nam Nguyen can be reached on (571) 272-1342. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated Infomiation 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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